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Response to Amendment 

Amendment filed on November 9, 2009 has been entered. Claims 1 , 9, 1 1 and 
21 have been cancelled. New claims 22-24 have been added. Claims 1, 4, 5, 7, 8, 10, 
12-20, and 22-24 are pending in the application. 

Claims examined on the merits are 1, 4, 5, 7, 8, 10, 12-20, and 22-24. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Rejection of claims 1, 4, 5, 7, 8, 16-17 and 20 under 35 U.S.C. 103(a) as being 
unpatentable over Wakamatsu (JP 2001 182836 A) in view of Bernd et al (US 5731541) 
has been withdrawn due to amendment. 

3. Rejection of claims 8, 10, and 12-15 under 35 U.S.C. 103(a) as being 
unpatentable over Wakamatsu '836 in view of Bernd et al '541 or over Kawabuchi et al 
'463 in view of Bernd et al '541 , and further in view of Watanabe et al '392 has been 
withdrawn due to amendment. 

4. Claims 1 , 4, 5, 1 0, 1 2-1 8 and 22-24 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Watanabe et al (JP 2001225392 A). 

Watanabe et al is applied here for the same reasons as set forth in paragraph 5 
of the Office Action mailed on 7/9/09. 
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As to claimed h/w ratio of 1 .3-3.0 , Watanabe et al teaches that it is better that h/w 
value be as large as possible, preferably 0.6-1 .0 (See P21). Note that in Fig. 5, h/w 
ratio is 1.1. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have extruded gasket material with h/w larger than 
1, including claimed values of 1.3 or more, since Watanabe et al does not limit its 
teaching to particular values. 

As to claimed extruder of claim 1 , Watanabe et al teaches that the gasket 
material is extruded under air pressure (claimed pneumatic-type extruder) (See P18). 

As to shear rate and viscosity of claim 1 , Watanabe et al teaches that gasket 
material is thixotropic that maintains high viscosity in a static state but low viscosity 
upon extrusion (See P23) that has viscosity of 10,000-80,000 mPa-s at 20 rpm and 
200,000-500,000 mPa-s at 2 rpm (See P23). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have used a 
thixotropic UV-curable composition as a gasket material and rotating dispenser in the 
cited prior art with the expectation of providing the desired easy extrusion due to low 
viscosity and desired shape of the extruded gasket due to high viscosity in a static state, 
as taught by Watanabe et al. 

Since the viscosity of the thixotropic composition depends on shear rate , it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have determined the optimum values of the relevant viscosity and corresponding 
shear rate parameters (including those of claimed invention) in Watanabe et al through 
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routine experimentation depending on particular coating composition in the absence of 
a showing of criticality. 

It is the Examiner's position that optimum values of viscosity and shear rate that 
achieve gasket shape of claimed h/w, would correlate according to claimed equation y= 
-ax + b, wherein the a value is 0.3 or more. 

As to claims 4, 5 and 22-24 , Watanabe et al teaches that it is better that h/w 
value be as large as possible, preferably 0.6-1 .0 (See P21). Note that in Fig. 5, h/w 
ratio is 1.1. 

Watanabe et al fails to teach that a gasket material may be re-applied over the 
applied and cured gasket material thereby forming a two-stage gasket. However, it is a 
well-known principle to reapply a coating composition to achieve a desired thickness of 
a final coating. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have reapplied a gasket material in Watanabe et al, 
according to well-known principle, with the expectation of providing the desired h/w 
larger than 1 , including claimed values of 1.3 or more, since Watanabe et al does not 
limit its teaching to particular values. 

It is the Examiner's position that the second layer of the gasket material is 
applied to the cured first layer in order to preserve the height and the shape of the 
applied gasket. 

5. Claims 1,4,5, 7, 8, 1 0, 1 2-1 7, 20, and 22-24 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Wakamatsu (JP 2001 182836 A) in view of Watanabe 
et al '392. 
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Wakamatsu is applied here for the same reasons as set forth in paragraph 4 of 
the Office Action mailed on 7/9/09. 

As to claimed h/w ratio of 1 .3-3.0 , Wakamatsu teaches that the ratio (h/w) of a 
height (h) of the gasket to a line width (w) thereof on a joint surface between the gasket 
and the cover member is in the range of >1 (See Claims 1 and 4; P38), e.g. U> (See 
P16). 

As to shear rate and viscosity of claim 1 , Wakamatsu fails to teach that that the 
gasket material is thixotropic composition. However, Watanabe et al teaches that a 
thixotropic UV-curable composition that maintains high viscosity in a static state, e.g. 
200,000-500,000 mPa-s at 2 rpm (See P23) but low viscosity, e.g. 10,000-80,000 mPa- 
s at 20 rpm, can be used as a gasket material (See P23) that easily dispensable but 
maintains shape after extrusion (See P23). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have used a thixotropic UV-curable composition as a 
gasket material and rotating dispenser in Wakamatsu with the expectation of providing 
the desired easy extrusion due to low viscosity and desired shape of the extruded 
gasket due to high viscosity in a static state, as taught by Watanabe et al. 

Since the viscosity of the thixotropic composition depends on shear rate, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have determined the optimum values of the relevant viscosity and corresponding 
shear rate parameters (including those of claimed invention) in Wakamatsu in view of 
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Watanabe et al through routine experimentation depending on particular coating 
composition in the absence of a showing of criticality. 

It is the Examiner's position that optimum values of viscosity and shear rate that 
achieve gasket shape of claimed h/w, would correlate according to claimed equation y= 
-ax + b, wherein the a value is 0.3 or more. 

As to claimed extruder of claim 1 , Wakamatsu fails to teach that the gasket 
material is extruded under air pressure (claimed pneumatic-type extruder). However, 
Watanabe et al teaches that the gasket material can be extruded under air pressure 
(claimed pneumatic-type extruder) (See P18). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have used a 
pneumatic-type extruder in the cited prior art since Watanabe et al teaches that 
pneumatic-type extruder is suitable for extruding a gasket material. 

As to claims 4, 5 and 22-24 , Wakamatsu teaches that a two-stage gasket may be 
applied by extruding the gasket material onto the applied gasket material (See Fig. 
18B). Since Wakamatsu does not teach that the applied gasket material should be in 
uncured state before applying next layer, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have extruded a gasket material 
onto the applied gasket material after curing to better preserve the shape of the applied 
gasket material. 

6. Claims 1 , 4, 5, 1 0, 1 2-1 8 and 22-24 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Watanabe et al '392 in view of Wakamatsu '836. 
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Watanabe et al '392 and Wakamatsu '836 are applied for the reasons discussed 

above. 

As to claims 4, 5 and 22-24 , Wakamatsu teaches that a two-stage gasket may be 
applied by extruding the gasket material onto the applied gasket material (See Fig. 
18B). Since Wakamatsu does not teach that the applied gasket material should be in 
uncured state before applying next layer, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have extruded a gasket material 
onto the applied gasket material after curing to better preserve the shape of the applied 
gasket material. 

7. Claims 1,4,5, 7, 8,10,1 2-20, and 22-24 under 35 U.S.C. 1 03(a) as being 
unpatentable over Watanabe et al '392, as applied above, and further in view of Bernd 
et al (US 5731541). 

As to h/w larger than 1 .3 , Watanabe et al teaches that it is better that h/w value 
be as large as possible, preferably 0.6-1.0 (See P21). Note that in Fig. 5, h/w ratio is 
1.1. Watanabe et al fails to teach that a two-stage gasket may be applied by extruding 
the gasket material onto the applied gasket material. 

However, Bernd et al teaches that a two-stage gasket offers improved elasticity 
aided both by the compressibility and by the bending ability of the profile (See Fig. 5 
and column 7, lines 37-46). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have used a two-stage gasket (having claimed h/w 
larger than 1 .3) in Watanabe et al instead of one-stage gasket, with the expectation of 
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providing the desired improved elasticity aided both by the compressibility and by the 
bending ability of the profile, as taught by Bemd et al. 

As to claimed extruder of claim 1 , Watanabe et al teaches that the gasket 
material is extruded under air pressure (claimed pneumatic-type extruder) (See P18). 
8. Claims 1,4-5, 12-19 and 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawabuchi et al (US 5,945,463) in view of Watanabe et al '392. 

Kawabuchi et al is applied here for the same reasons as in previous Office 
Actions. 

As to claimed h/w ratio of 1 .3-3.0 , Note that h/w ratio 0.5-1.5 to 0.167-0.5 of 
Kawabuchi overlaps claimed range of 1 .3-3.0 . It is held that overlapping ranges are 
prima facie evidence of obviousness. In re Malagari, 184 USPQ 549 (CCPA 1974). 
Therefore, it would have been obvious to one having ordinary skill in the art to have 
selected the portion of Kawabuchi et al's range that corresponds to the claimed range. 
It is the Examiner's position that the h/w ratio is achieved in at least 80% or more 
portion of the gasket because it is formed by the automatic coating controlling apparatus 
using the same gasket material. 

As to shear rate and viscosity of claim 1 . Kawabuchi et al fails to teach that that 
the gasket material is thixotropic composition. However, Watanabe et al teaches that a 
thixotropic UV-curable composition that maintains high viscosity in a static state, e.g. 
200,000-500,000 mPa-s at 2 rpm (See P23) but low viscosity, e.g. 10,000-80,000 mPa- 
s at 20 rpm, can be used as a gasket material (See P23) that easily dispensable but 
maintains shape after extrusion (See P23). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have used a thixotropic UV-curable composition as a 
gasket material and rotating dispenser in the cited prior art with the expectation of 
providing the desired easy extrusion due to low viscosity and desired shape of the 
extruded gasket due to high viscosity in a static state, as taught by Watanabe et al. 

Since the viscosity of the thixotropic composition depends on shear rate, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have determined the optimum values of the relevant viscosity and corresponding 
shear rate parameters (including those of claimed invention) in Kawabuchi et al in view 
of Watanabe et al through routine experimentation depending on particular coating 
composition in the absence of a showing of criticality. 

It is the Examiner's position that optimum values of viscosity and shear rate that 
achieve gasket shape of claimed h/w, would correlate according to claimed equation y= 
-ax + b, wherein the a value is 0.3 or more. 

As to claimed extruder of claim 1 , Watanabe et al teaches that the gasket 
material is extruded under air pressure (claimed pneumatic-type extruder) (See P18). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used a pneumatic-type extruder in Kawabuchi et al since 
Watanabe et al teaches that pneumatic-type extruder is suitable for extruding a gasket 
material. 
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9. Claims 1,4-5, 12-19 and 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kawabuchi et al '463 in view of Watanabe et al '392, as applied 
above, and further in view of Bernd et al '541 . 

Kawabuchi et al fails to teach that a two-stage gasket may be applied by 
extruding the gasket material onto the applied gasket material. 

Bernd et al is applied here for the same reasons as above. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to have used a multi-stage gasket in Kawabuchi et al instead of one-stage gasket, the 
multi-stage gasket having claimed profile with the expectation of providing the desired 
improved elasticity aided both by the compressibility and by the bending ability of the 
profile, as taught by Bernd et al. 

As to claim 23 , Kawabuchi et al discloses that the gasket material may be cured 
while extruding using UV apparatus that is moved together with a dispenser (See Figs. 
1 and 2; column 9, lines 23-40). 

10. Claims 7, 8, 10, 12-15 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Watanabe et al '392 or over Watanabe et al '392 in view of Bernd et 
al '541 or over Kawabuchi et al '463 in view of Watanabe et al '392 or over Kawabuchi 
et al '463 in view of Watanabe et al '392, further in view of Bernd et al '541 , as applied 
above, and further in view of Wakamatsu '836. 

The cited prior art fails to teach that the dispensing part is rotated (Claims 7-8, 
20); and the extrusion orifice has a cross-sectional shape selected from ellipse, semi- 
ellipse formed by cutting a part of ellipse along a line parallel with the minor axis, 
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rhombus, quadrangle and triangle, and is rotated according to the moving direction of 
the extrusion orifice such that a minor axis of ellipse, a straight line of semi-ellipse, a 
short diagonal line of rhombus, a short side of quadrangle or a base of triangle is always 
kept substantially perpendicular to the moving direction (Claim 8). 

Wakamatsu teaches that uniform cross-sectional shape of the extruded gasket 
material is provided (See P21-22) by using a rotating dispenser having an extrusion 
orifice of a cross-sectional shape selected from ellipse, semi-ellipse, rhombus 
quadrangle and triangle (See P15). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used a rotating dispenser in the cited prior art having an 
extrusion orifice of a cross-sectional shape selected from ellipse, semi-ellipse, rhombus 
quadrangle and triangle with the expectation of providing the desired uniform cross 
sectional form of an extruded gasket material, as taught by Wakamatsu. 
1 1 . Claims 4, 5, 8, 1 0, 1 2-20, and 22-24 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Watanabe et al '392 or over Wakamatsu '836 in view of 
Watanabe et al '392 or over Watanabe et al '392 in view of Wakamatsu '836 or over 
Watanabe et al '392 in view of Bernd et al '541 , as applied above, and further in view of 
Kawabuchi et al '463. 

The cited prior art fails to teach that an irradiation device is moved in association 
with the extrusion orifice of the three-dimensional automatic coating controlling 
apparatus. 
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Kawabuchi et al teaches that a gasket material extruded from an extrusion orifice 
onto the cover may be cured while extruding using UV apparatus that is moved together 
with a dispenser to maintain an extruded shape (See Figs. 1 and 2; column 9, lines 23- 
40). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used UV apparatus that is moved together with a dispenser 
for curing a gasket material in the cited prior art with the expectation of providing the 
desired maintaining extruded shape, as taught by Kawabuchi et al. 



Response to Arguments 

12. Applicant's arguments with respect to claims 1,4,5, 7, 8,10,1 2-20, and 22-24 
have been considered but are moot in view of the new ground(s) of rejection. 
As to Kawabuchi et al 

Applicants assert that the section of Kawabuchi cited by the Examiner describes 
an apparatus for discharging and curing gasket material using UV light. See Col. 9, lines 
23-27. As shown in Fig. 1 , the apparatus is equipped with a pipe 2 for supplying a 
composition curable by UV light, a dispenser 3 and a control part for an X-Y-Z driving 
robot 1,. See Col. 9, lines 28-32. Kawabuchi describes the dispenser, which transfers 
the UV light curable composition from a storage tank, being controlled by the X-Y-Z- 
driving robot 1 to discharge the composition in a specific shape. See Col. 9, lines 32-36. 
In other words, Kawabuchi describes a dispenser which discharges the UV light curable 
composition, and the dispenser is controlled by the X-Y-Z-drivinR robot 1 . Fig. 2 shows 
the composition being discharged into a specified shape. Kawabuchi also describes an 
apparatus for irradiating UV light to cure the composition after it has been discharRed 
from the dispenser. See Col. 9, lines 36-40. However, Kawabuchi does not show the 
apparatus for irradiating UV light in any of the figures. Further, Kawabuchi neither 
teaches, nor even fairly suggests that the X-Y-Z-driving robot moves the apparatus for 
irradiating UV NRht in any way. Therefore, Applicant submits that Kawabuchi does not 
teach, or even fairly suggest "an ultraviolet light irradiation apparatus, and an irradiation 
outlet thereof is moved in association with the extrusion orifice of the three-dimensional 
automatic coating controlling apparatus" and thus the features of claim 19 are 
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patentable over this reference. Further, Bernd does not provide any teachings regarding 
moving a UV light irradiation apparatus in association with an extrusion orifice. 

The Examiner respectfully disagrees with this argument. Kawabuchi teaches: "As 
an example of the present invention, FIG. 1 shows a schematic representation of an 
embodiment of the apparatus fo r discharging and curing the composition curable by 
ultraviolet light which is used for producing a gasket for sealing a gap between a dust 
cover and a container encasing a magnetic disk of HDD. The apparatus is equipped 
with a control part for an X-Y-Z-driving robot 1 , a pipe for supplying a composition 
curable by ultraviolet light 2, a dispenser 3, and an apparatus for irradiation of ultraviolet 
light. The dispenser is controlled by the X-Y-Z-driving robot. The dispenser transfers the 
composition curable by ultraviolet light from a storage tank to a metal plate, i.e., a 
substrate to which the gasket is attached, and discharges the composition in a specified 
shape. The apparatus for irradiation of ultraviolet light irradiates ultraviolet light to the 
composition curable by ultraviolet light which has been discharged from the dispenser, 
and the composition is quickly cured" (See column 9, lines 23-40). 

In other words, Kawabuchi explicitly teaches that Fig. 1 shows a schematic 
representation of an embodiment of the apparatus for discharging and an apparatus for 
irradiation of ultraviolet light . Note that the apparatus in Fig. 1 moves together with 
dispenser 3. Therefore, in contrast to Applicants assertion, the apparatus for 
discharging and an apparatus for irradiation of ultraviolet light move together . 

Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 

mailed until after the end of the THREE-MONTH shortened statutory period, then the 

shortened statutory period will expire on the date the advisory action is mailed, and any 

extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 

the advisory action. In no event, however, will the statutory period for reply expire later 

than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ELENA Tsoy LIGHTFOOT whose telephone number is 
(571)272-1429. The examiner can normally be reached on Monday-Friday, 9:00AM - 
5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Elena Tsoy Lightfoot, Ph.D. 
Primary Examiner 
Art Unit 1792 

February 1, 2010 
/Elena Tsoy Lightfoot/ 



